

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



B. Jack Longley 



Dkt . 0575/58434-A/JPW/AJiyi/NS 



09/474, 478 



Examiner: Ralph Gitomer 



Filed 



December 29, 1999 



Art Unit: 1651 



For 



METHODS OF USE OF COMPOUNDS WHICH INHIBIT THE 
STEM CELL SIGNALING PATHWAY 



1185 Avenue of the Americas 
New York, New York 10 03 6 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



TERMINAL DISCLAIMER 



The Trustees of Columbia University in the City of New York, 
(''Columbia University"), West 116th Street and Broadway, New 
York, New York 10027, is the assignee of record of the entire 
right, title and interest in the above- identified application by 
virtue of an assignment which was executed on February 25, 2000 
and recorded in the United States Patent and Trademark Office at 
Reel No. 012950, Frame 0411. A copy of the Assignment is 
attached hereto as Exhibit A. The above -identified application 
is a continuation-in-part of U.S. Serial No. 09/306,143, filed 
May 6, 1999, now U.S. Patent No. 6,576,812, issued June 10, 2003. 

Columbia University is also the assignee of record of the entire 
right, title and interest in U.S. Serial No. 09/980,572 by virtue 
of an assignment filed in connection with PCT International 
Application No. PCT/USOO/12405 , of which U.S. Serial No. 
09/980,572 is a §371 national stage entry, which was executed on 
May 12, 2000 and recorded in the United States Patent and 
Trademark Office at Reel No. 011120, Frame 0952. A copy of the 
Assignment is attached hereto as Exhibit B. U.S. Serial No. 
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09/980,572 is a §371 national stage entry of PCT International 
Application No. PCT/USOO/12405 , which is a continuation-in-part 
and claims priority of U.S. Serial No. 09/474,478. 

Columbia University hereby disclaims, except as provided below, 
the terminal portion of the statutory term of any patent granted 
on the above- identified application which would extend beyond the 
expiration date of the full statutory term defined in 35 U.S.C. 
§154 to §156 and §173 of any patent granted on U.S. Serial No. 
09/980,572, and hereby agrees that any patent issued from the 
subject application shall be enforceable only for and during such 
period that the legal title to such patent shall be the same as 
the legal title to any patent granted on U.S. Serial No. 
09/980,572, this agreement to run with any patent granted on the 
subject application and to be binding upon the grantee, its 
successors and assigns. In making the above disclaimer, Columbia 
University does not disclaim the terminal part of any patent 
granted on the subject application that would extend to the 
expiration date of the full statutory term as defined in 35 
U.S.C. §154 to §156 and §173 of any patent granted on U.S. Serial 
No. 09/980,572, in the event that said patent later: expires for 
failure to pay a maintenance fee, is held unenforceable, is found 
invalid by a court of competent jurisdiction, is statutorily 
disclaimed in whole or terminally disclaimed under 37 C.F.R, 
§1.321, has all claims canceled by a reexamination certificate, 
is reissued, or is in any manner terminated prior to the 
expiration of its full statutory term. 

I have reviewed the documents attached hereto and certify that, 
to the best of my knowledge and belief. The Trustees of Columbia 
University in the City of New York is the assignee of all right, 
title and interest in and to the subject application. I am 
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authorized to sign on behalf of The Trustees of Columbia 
University in the City of New York. 



I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on information 
and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code and that such willful false statements may 
jeopardize the validity of the application or any patent issued 
thereon . 



Date : 




Michael Cleare, Ph.D. 

Executive Director 

Science & Technology Ventures 

The Trustees of Columbia 

University in the City of New 

York 



58434-A/JPW/SKS 



In con hide, lalion oi Onz Voltax [$1.00], and ofhet good and valuable, 
conudzxaiioni, the lecetpf oi u)hich a heizby acknowlzdgzd, i , the, undexugnad, 

B. Jack Longley, residing at 49 Woodstock Road, Hamden, CT 06517, U.S.A. 



He.ie.by ie//, ahhign and fiani^et to The Trustees of Columbia University in 

, , - -,1 a coxpoxation oi the. Stalz 

the City of New York ^ ^ 

New York having a place, oi bu6inZ6i> at West 116th Street and Broadway, 

in the. County oi New York and State. 0^ New York, 10027, U.S.A. 

itb iucceuoti. ai^hignb and legal le-pizhzntative.*^, the e^ntixe. xight, title, and intzxe.U 
iox all coantxie.h, in and to any and all inve.ntion*> which ate di6ciohe.d and claim zd, 
and any and all inventions which ate dii^clohcd bat not cfcumed, in the. application 6ot 
United StatCh Palznt, which hah been executed by the undexhigned on February 25, 2000 
and ih entitled 

METHODS FOR INHIBITING CUTANEOUS INFLAMMATION AND HYPERPIGMENTATION 

(U.S. Serial No. 09/474 ,478 , filed December 29, 1999, a continuation-in-part of 
U.S. Serial No. 09/306,143, filed May 6, 1999) 



and in and to hold application and all divisional, continuing^ hubhtitute^ xenewal, 
teu^e, and all othex applicationh iox U.S. Lettexh Patent ox othex xelated pxopexty 
xighth in any and all (^oxeign countxieh which have been ox hhaJt be fiifed on any oi 
hoid inventions disclosed in said application; and in and to all oxiginat and xeissued 
palents ox xelated (^oxeign documents which have been ox shaJl be issued on said 
inventions; 

Aathoiize and xequest the Commissionex oi Patents oi the United States to issue 
to said Assignee, the coxpoxation above named, its successoxs, assignh and legal 
xepxesentatives, in accoxdance with this assignment, any and all United States 
iettexs Patent on said inventions ox any oi them disclosed in said application; 



Ag^ee that 6aid A6hignzz may apply ioi and xzczivz ioie.ign Lztttih Vat<Lnt oi 
ughth oi any othZ'L kind iox ioid invzntion^, 01 any oi thzm; and may claim, in 
appUcationh ioi haxd ^o^izign LeiteiA Vatznt O'l othzx xighth, thz pxio'iity the 
aioizhaid Unite^d StatZ6 palznt application undent the p'loviuonb o<5 the Intcxnationai 
Convention o<$ J8 8 3 and latex modifications thexeo{^, undex the Patent Coopexation 
Txeaty, andex the Euxopean Patent Convention ox undex any othex available 
intexnationai agxeement; and that, when xequehted, without chaxge to, but at the 
expense o{^, said Assignee, its successoxs, assigns and legai xepxesentatives, to caxxy 
out in good {^aith the intent and puxpose o<J this assignment, the undexsigned ox the 
undexsigned* s executoxs ox administxatoxs will, iox the United States and ail foxeign 
countxies, execute all divisional, continuing, substitute, xenewai, xeissue, and all 
othex patent applications ox othex documents on any and all said inventions; execute 
ail xightiul oaths, assignments, powexs of attoxney and othex papexs; communicate to 
said Assignee, its successoxs, assigns and xepxesentatives, all {^acts known and 
documents available to the undexsigned xelating to said inventions and the histoxy 
thexeofj testify in all legal pxoceedings; and genexally do evexything possible which 
said Assignee, its successoxs, assigns ox xepxesentatives shall considex desixable iox 
aiding in secuxing, maintaining and en{^oxcing pxopex patent pxotection fox said 
inventions and iox vesting title to said inventions and all applications iox patents ox 
xelated ioxeign xights and all patents on said inventions, in said Assignee, its 
successoxs, assigns and legal xepxesentatives; and 

Cobenant with said Assignee, its successoxs, assigns and legal xepxesentatives 
that no assignment, gxant, moxtgage, license ox othex agxeement aHecting the xights 
and pxopexty hexein conveyed has been made to othexb by the undexsigned, and that 
iull xight to convey the same as hexein expxessed is possessed by the undexsigned. 



^ ^ [L.S.] 

'Dat^'- ^1^^ : ^ B. Jack Longley 

' ' [ L.S.] 

Vatd: 19 
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In consideration of One Dollar ($1.00), and other good and 
valuable considerations, the receipt of which is hereby 
acknowledged. We, the undersigned, 

B Jack Longley, residing at 4 9 Woodstock Road, Hamden, 
Connecticut, 06517, United States of America. 

Hereby sell, assign and transfer to The Trustees of Columbia 
University in the City of New York, a corporation, of the State 
of New York, having a place of business at West 116th Street and 
Broadway, New York, New York 10027, U.S.A., its successors, 
assigns and legal representatives , the entire right, title and 
interest for all countries, in and to any and a.11 inventions 
which are disclosed and claimed, and any and all inventions which 
are disclosed but not claimed, in the PCT International 
Application, which has been executed by the undersigned on 
May 12, 2000. 

and is entitled 

METHODS FOR INHIBITING CUTANEOUS INFLAMMATION 
AND HYPERPIGMENTATION 

(PCT International Application No. PCT/USOO/12405 , filed May 5, 
2000 a continuation-in-part and claiming priority of U.S. Serial 
No 09/474,478, filed December 29, 1999, a continuation- m-part 
ofU.S. Serial No. 09/306,143,. filed May 6, 1999.) 

and in and to said PCT International Application and all 

divisional, continuing, substitute, renewal, reissue, and all 

other applications for U.S. Letters Patent or other related 

property rights in any and all foreign countries which have been 

or shall be filed on any of said inventions disclosed in said PCT 

International Application; and in and to all original and 

reissued patents or related foreign documents which have been or 

shall be issued on said inventions,- 
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Agree that said Assignee may apply for and receive U.S. and 
foreign Letters Patent or rights of any other kind for said 
inventions, or any of them; and may claim, in applications for 
said. U.S. and foreign Letters Patent or other rights, the 
priority of the aforesaid PCT International Applicatzion xmder the 
provisions of the International Convention of 1883 and later 
modifications thereof, under the European Patent Convention or 
under any other available international agreement; and that, when 
requested, without charge to, hut at the expense of, said 
Assignee, its successors, assigns and legal representatives, to 
carry out in good faith the intent and purpose of this 
assignment, the undersigned or the undersigned's executors or 
administrators will, for the United States and all foreign 
countries, execute all divisional, continuing, substitute, 
renewal, reissue, and all other patent applications or other 
documents on any and all said inventions; execute all rightful 
oaths, assignments, powers of attorney and ather papers; 
communicate to said Assignee, its successors, assigns and 
representatives, all facts known and documents available to the 
undersigned relating to said inventions and the history thereof; 
testify in all legal proceedings; and generally do everything 
possible which said Assignee, its successors, assigns or 
representatives shall consider desirable for aiding in securing, 
maintaining and enforcing proper patent protection for said 
inventions and for vesting title to said inventions and all 
applications for patents or related foreign rights and all 
patents on said inventions, in said Assignee, its successors, 
assigns and legal representatives; and 

Covenant with said Assignee, its successors, assigns and 
legal representatives that no assignment, grant, mortgage, 
license or other agreement affecting the rights and property 
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s 



herein conveyed has been made 'to others by the undersigned, and 
that full right to convey the same, as herein expressed i 
possessed by the undersigned. n 



.[L.S.] 



Pnt°- 2000 B. Jack Longle>^ 



V 



